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DETAILED ACTION 

1 . This final Office action is responsive to Applicant's response filed June 22, 2006. 
No claims have been amended. 
Claims 1-20 are presented for examination. 



Response to Arguments 

2. Applicant's arguments filed June 22, 2006 have been fully considered but they 

are not persuasive. 

Applicant argues the following: 

...As both the Bianco and the McMenimen publications were 
filed after the filing date of the present application, neither of 
these publications qualify as prior art. Thus, Applicant 
respectfully submits that the present rejections must be 
withdrawn. 

Applicant recognizes that each of these publications 
has a corresponding provisional application which was filed 
prior to the filing date of the present application. Applicant 
notes that the provisionals are quite different than the 
published applications. While Applicant concedes that the 
disclosures of these provisional applications might be relied 
on under certain circumstances, to do so the Examiner must 
point to relevant disclosure in the provisional text. Applicant 
further wishes to point out that while the provisional 
application underlying the McMenimen et al. publication was 
incorporated into that publication by reference, the 
provisional application underlying the Bianco publication 
does not appear to have been incorporated by reference. A 
word search of the publication fails to show an incorporation 
by reference. Thus, with respect to Bianco et al., the 
Examiner not only cannot rely on the provisional text as prior 
art, but must instead find teachings which appear both in the 
published Bianco application and in the provisional 
application. (Page 2 of Applicant's response) 
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The Examiner has established a prima facie case that claims 1-20 are 
unpatentable over Bianco et al. (US 2002/0082865) in view of McMenimen et al. (US 
2002/0077850) under 35 U.S.C. 103(a). The fact that both Bianco and McMenimen 
claim priority to their respective provisional applications means that Bianco and 
McMenimen are potentially granted a § 102 date back to the filing date of their 
respective provisional applications (for purposes of applying them as prior art). 
Furthermore, even if all of the subject matter of a non-provisional application is not fully 
disclosed in a provisional application to which the non-provisional claims priority, the 
subject matter that is fully supported by the provisional application is granted priority 
back to the filing date of the provisional application (i.e., a continuation-in-part type of 
analysis is used to assess the granted priority date for the disclosed subject matter in 
the non-provisional application). As a matter of fact, the Examiner did point out support 
in the provisional application of McMenimen for the teachings relied upon in the art 
rejection. Applicant has not established which part of the disclosure of Bianco or 
McMenimen relied on in the art rejection of the claims in the instant application are 
allegedly not supported by the respective provisional applications of both Bianco and 
McMenimen; therefore, Applicant's arguments are not persuasive. 

Furthermore, Examiner notes that, as per MPEP § 2144.03(C), the statements of 
Official Notice made in the art rejection have been established as admitted prior art 
since Applicant has not traversed the Examiner's assertions of Official Notice. More 
specifically, the following statements are now established as admitted prior art: 
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(1) Official Notice is taken that it is old and well-known in the art of medical 
devices that dental appliances are commonly ordered build-to-order medical products. 

(2) Official Notice is taken that it is old and well-known in the art of manufacturing 
to alert manufacturing personnel when a manufacturing stage falls behind schedule. 

(3) Official Notice is taken that it is old and well-known in the art of manufacturing 
to alert a customer to manufacturing slippage, i.e., that a manufacturing stage has fallen 
behind schedule. 

(4) Official Notice is taken that it is old and well-known in the dental industry for a 
dentist or orthodontist to install dental appliances. 

In summary, Applicant's arguments are non-persuasive and the art rejection is 
maintained. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bianco et al. (US 2002/0082865) in view of McMenimen et al. (US 2002/0077850). 

Regarding claims 1 and 20, Bianco discloses a patient scheduling system in 



which patients can access a personal account online to receive task reminders, 
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schedule medical appointments, purchase a medical product, etc. (HH 16-22). Since 
each patient must log in, there are presumably a plurality of patients and patient 
computers connected to the network (Figs. 1, 4; H 97), which may be a wide area 
network (H 81). Bianco states that "the medical event may be an operation... but should 
be understood generally to encompass any type of medical events" 78). When a 
patients logs in to the system, he/she may be reminded to complete various pre- 
procedure or post-procedure tasks, such as scheduling an appointment, scheduling the 
procedure, or ordering a medical product (HH 94, 95, 108, 117, 121, 140). Appointment 
reminders may also be requested (HIJ 108, 140) and messages may be sent to the 
patient's e-mail inbox (H 109). While Bianco reminds patients to order medical products 
and schedule appointments or medical procedures. Bianco does not expressly integrate 
the scheduling with the manufacturing process. However, the Examiner submits that 
when a scheduled procedure requires installation, insertion, or some other use of an 
ordered medical product, then the medical product must be made available in time for 
the scheduled procedure. In other words, there must be some understanding of 
whether a needed medical product will be available in time for the related medical 
procedure. While this practice (i.e., checking to make sure all supplies are ready for a 
medical procedure) was commonly performed by hand, McMenimen incorporates by 
reference the full disclosure of Provisional Patent Application No. 60/180,289 (to which 
McMenimen claims priority). In the provisional application, McMenimen describes an 
automated inventory monitoring system in which the "patient and/or the ordering entity 
can monitor the status of the build process, expected completion, and shipment delivery 
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status" (page 2 of the section entitled "Responsive Manufacturing and Inventory 
Control"). Since it is well-known for medical procedures to be delayed until necessary 
medical products become available and McMenimen describes an automated system 
for alerting patients and ordering entities to the status of build-to-order, implantable 
medical devices, the Examiner submits that it would have been obvious to one of 
ordinary skill in the art at the time of Applicant's invention to modify Bianco to allow a 
logged-on patient to receive manufacturing progress information with the patient 
computer and perform patient scheduling over a wide area network when one or more 
dental appliances reach a predetermined manufacturing progress in order to more 
efficiently facilitate scheduling of a medical procedure when needed build-to-order 
medical devices are expected to become available, thereby mitigating wastes in time 
and effort that might otherwise be spent rescheduling medical procedures when the 
delivery of required medical devices is delayed. It should be noted that "predetermined 
manufacturing progress" could refer to any part of the manufacturing process, including 
the beginning, an intermediate stage, and the end (i.e., the product is completed). 
McMenimen shows that the patient and/or ordering entity can track the device anytime 
during the build process, including expected completion, which is an example of 
"predetermined manufacturing progress." 

Further regarding claims 1 and 20, neither Bianco nor McMenimen expressly 
teaches that the medical product comprises one or more dental appliances; however, 
Official Notice is taken that it is old and well-known in the art of medical devices that 
dental appliances are commonly ordered build-to-order medical products. The claimed 
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functionality and that of Bianco and McMenimen would be the same regardless of what 
type of device is manufactured for the patient; therefore, the Examiner submits that it 
would have been obvious to one of ordinary skill in the art at the time of Applicant's 
invention to adapt the Bianco-Mcl\/lenimen combination to supply one or more dental 
appliances in order to expand its customer base to the dental industry. Additionally, the 
limitations regarding the dental industry and dental appliances perse merely recite 
various intended uses of the invention. A recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then it meets the claim. In 
a claim drawn to a process of making, the intended use must result in a manipulative 
difference as compared to the prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) 
and In re Otto, 136 USPQ 458, 459 (CCPA 1963). The claimed recitations of intended 
use neither result in a structural difference between the claimed invention and the prior 
art nor in a manipulative difference as compared to the prior art; therefore, the claimed 
invention is not deemed to be patentably distinct over the prior art. 

As per claims 2-5, Bianco's server can generate reminders and e-mail messages 
for the patients while McMenimen apprises the patient and ordering entity of medical 
device manufacturing status (as discussed above). More specifically, McMenimen 
allows patients and ordering entities to access manufacturing progress information 
[Claim 2] when the appliances reach a predetermined manufacturing stage (page 2 of 
the section entitled "Responsive Manufacturing and Inventory Control"), [Claim 3] 
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wherein the appliances are marked as part of the manufacturing process (page 2 of the 
section entitled "Responsive Manufacturing and Inventory Control"), [Claim 4] when the 
appliances reach one or more intermediate stages of manufacturing (page 2 of the 
section entitled "Responsive Manufacturing and Inventory Control"), [Claim 5] wherein 
the information is related to manufacturing progress (page 2 of the section entitled 
"Responsive Manufacturing and Inventory Control"). The Examiner further submits that 
a device ordering entity is often a treating professional since the treating professional 
will likely be installing the device. Therefore, the Examiner submits that it would have 
been obvious to one of ordinary skill in the art at the time of Applicant's invention to 
adapt the Bianco-McMenimen combination such that the server sends a message to a 
patient when the appliances reach a predetermined manufacturing stage (claim 2), 
wherein the server sends a message to a patient when the appliances are being 
marked (claim 3), wherein the server sends a message to a treating professional when 
the appliances reach one or more intermediate stages of manufacturing (claim 4), 
wherein the server sends an electronic mail message to transmit information relating to 
manufacturing progress (claim 5) in order to more efficiently facilitate scheduling of a 
medical procedure when needed build-to-order medical devices are expected to 
become available, thereby mitigating wastes in time and effort that might othenwise be 
spent rescheduling medical procedures when the delivery of required medical devices is 
delayed. 

Regarding claim 6, Bianco discloses that the server maintains calendar pages for 
the treating professionals (Figs. 5-6B; 81, 97, 98). 



Application/Control Number: 09/621 ,71 6 Page 9 

Art Unit: 3623 

As per claim 7, Bianco's server invites a patient to access an on-line calendar 
and schedule an appointment (HH 94, 95, 108, 117, 121, 140); however. Bianco does 
not expressly send such an invitation or reminder when the appliances reach the last 
stage of manufacturing. As discussed above, it is well-known for medical procedures to 
be delayed until necessary medical products become available and McMenimen 
describes an automated system for alerting patients and ordering entities to the status 
of build-to-order, implantable medical devices. Therefore, the Examiner submits that it 
would have been obvious to one of ordinary skill in the art at the time of Applicant's 
invention to adapt the Bianco-McMenimen combination to invite a patient to access an 
on-line calendar and schedule an appointment when the appliances reach the last stage 
of manufacturing in order to more efficiently facilitate scheduling of a medical procedure 
when needed build-to-order medical devices are expected to become available, thereby 
mitigating wastes in time and effort that might otherwise be spent rescheduling medical 
procedures when the delivery of required medical devices is delayed. 

Regarding claim 8, Bianco discloses a network of treating professionals coupled 
to the network (Figs. 5-6B; 81, 97, 98). 

Regarding claim 9, neither Bianco nor McMenimen explicitly teaches that the 
server requests intervention from manufacturing personnel when one or more 
manufacturing stages fall behind schedule; however. Official Notice is taken that it is old 
and well-known in the art of manufacturing to alert manufacturing personnel when a 
manufacturing stage falls behind schedule. This allows the personnel to make 
decisions that could rectify manufacturing delays, as needed. Such intervention might 
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be especially crucial in high risk or emergency medical situations. Therefore, the 
Examiner submits that it would have been obvious to one of ordinary skill in the art at 
the time of Applicant's invention to adapt the Bianco-McMenimen combination such that 
the server requests intervention from manufacturing personnel when one or more 
manufacturing stages fall behind schedule in order to allow manufacturing personnel to 
make decisions that could rectify manufacturing delays, as needed (e.g., in high risk or 
emergency medical situations). 

Regarding claim 10, while the Bianco-McMenimen combination teaches that the 
server updates the patient with manufacturing progress information (as discussed 
above), the combination does not expressly teach the specific data recited in the claim 
(i.e., information relating to a delay caused by manufacturing slippage). This difference 
is only found in the non-functional descriptive material and is not functionally involved in 
the steps recited nor does it alter the recited structural elements; therefore, such a 
difference does not effectively serve to patentably distinguish the claimed invention over 
the prior art. The recited method steps would be performed the same regardless of the 
specific data. Further, the structural elements remain the same regardless of the 
specific data. Thus, this descriptive material will not distinguish the claimed invention 
from the prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 
USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed 
Cir 1994); MPEP § 2106. Nevertheless, Official Notice is taken that it is old and well- 
known in the art of manufacturing to alert a customer to manufacturing slippage, i.e., 
that a manufacturing stage has fallen behind schedule. This allows the customer to 
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make product-related decisions or alternate plans accordingly. For example, some sort 
of intervention or alternate planning might be especially crucial in high risk or 
emergency medical situations. Therefore, the Examiner submits that it would have 
been obvious to one of ordinary skill in the art at the time of Applicant's invention to 
adapt the Bianco-McMenimen combination such that the server updates the patient with 
information relating to a delay caused by manufacturing slippage in order to allow the 
patient to make product-related decisions or alternate plans, as needed (e.g., in high 
risk or emergency medical situations). 

[Claims 11-19] Claims 11-19 recite limitations already addressed by the rejection 
of claims 1-10 above; therefore, the same rejection applies. 

Furthermore (regarding claim 7), as discussed in the rejection of claim 1 above, 
Bianco's patients log on to the system. 

Regarding claim 18 and as discussed in the rejection of claim 1 above, the 
Examiner submits that it would have been obvious to one of ordinary skill in the art at 
the time of Applicant's invention to adapt the Bianco-McMenimen combination to supply 
one or more dental appliances in order to expand its customer base to the dental 
industry. Additionally, Official Notice is taken that it is old and well-known in the dental 
industry for a dentist or orthodontist to install dental appliances. Therefore, the 
Examiner submits that It would have been obvious to one of ordinary skill in the art at 
the time of Applicant's invention to market the Bianco-McMenimen combination to 
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treating professionals, including dentists or orthodontists, in order to expand its 
customer base to the treating professionals in the dental industry. 

Conclusion 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susanna M. Diaz whose telephone number is (571) 272- 
6733. The examiner can normally be reached on Monday-Friday, 10 am - 6 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (571) 272-6729. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Susanna M. Diaz 
Primary Examiner 
Art Unit 3623 



July 3, 2006 



